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DETAILED ACTION 
Priority 

1 . Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S.C. 1 19(e) as follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application); the disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

2. Applicant's claim for domestic priority under 35 U.S.C. 1 19(e) is acknowledged. 
However, the provisional application upon which priority is claimed fails to provide adequate 
support under 35 U.S.C. 112 for claims 1-13 of this application. 

Namely, the invention as claimed in the instant application is not disclosed in the prior 
provisional application 60/176421, filed 14 January 2000. For example, the provisional 
application does not disclose the claim 1 method step of transmitting requirements from a 
contractor system over a communication network or the claim 10 means for displaying the 
requirements. 

Moreover, the prior provisional application disclosure as a whole is not sufficient to 
comply with 35 U.S.C. 112 insofar as the steps of the method and the elements of the apparatus 
claimed in the instant application are not be described in sufficient detail for one of ordinary skill 
in the art to make and/or use the invention as claimed in the instant application. For example, the 
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provision application does not disclose how to make and/or use the claim 2 method step of 
determining whether a bidder is a registered user; or the claim 10 means for generating a bid 
record along with historical metric data information. 

Information Disclosure Statement 

3. The information disclosure statement filed 28 February 2002 fails to comply with 37 
CFR 1.98(a)(1), which requires a list of all patents, publications, or other information submitted 
for consideration by the Office. It has been placed in the application file, but the information 
referred to therein has not been considered. 

Drawings 

4. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) because 
reference character "181" has been used to designate both END (Figure 2) and PERFORM 
CONTINUOUSLY OR PERIODICALLY SOFTWARE METRIC PROCESSING DURING 
DEVELOPMENT OF SOFTWARE PRODUCT (Figure 6). The Examiner recommends that 
"181" in Figure 2 be changed to 190, as recited in the specification at p. 16, last line. Corrected 
drawing sheets are required in reply to the Office action to avoid abandonment of the application. 
Any amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. The replacement 
sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) so as 
not to obstruct any portion of the drawing figures. If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in the 
next Office action. The objection to the drawings will not be held in abeyance. 
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uncertainty of the scope of the claim. For purpose of this Office action, claim 3 has been 
interpreted as including the step of creating a new account for the bidder, 

b. Regarding claim 4, the conditional statement "if the bidding period has expired"- 
is unclear whether the claim is further limiting the parent claims, and what the scope of 
the executing step is when the bidding period has not expired. For purpose of this Office 
action, claim 4 has been interpreted as including the step of communicating the award of 
the bid. 

c. Regarding claim 6, the conditional statement "if necessary" is unclear because the 
potential alternatives can vary considerably and one of ordinary skill would not 
understand when it would be necessary to "clarify [the requirements] to that bidder" in 
the context of the claim. The use of the conditional statement without any further 
explanation or description of what would render the clarifying step to be "necessary" 
renders the claim indefinite. For purpose of this Office action, claim 6 has been 
interpreted as including the step of clarifying the requirements. 

d. Regarding claim 7, the conditional statement "if required" is ambiguous because 
the scope of the claim cannot be ascertained, i.e., whether the communicating step 
includes "communicating . . . modifications ... to that bidder" or not. One of ordinary 
skill in the art would not be able to determine whether modifications to the requirements 
are required, as claimed. The claim is rendered indefinite due to the conditional 
statement. For purpose of this Office action, claim 7 has been interpreted as including 
the step of modifying the requirements to the bidder. 
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5. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
include the following reference character(s) not mentioned in the description: "172" (Figure 5). 
Corrected drawing sheets, or amendment to the specification to add the reference characters) in 
the description, are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures appearing 
on the immediate prior version of the sheet, even if only one figure is being amended. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 

1 .84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

6. Claim 1 1 is objected to because of the following informalities: line 1, "bidder" should be 
-bidding-, for consistency with claim 10. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 3-9 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a. Regarding claim 3, the conditional statement "if the bidder ... is not a registered 
user" is unclear whether the claim is further limiting the parent claims when the bidder is 
a registered user. Thus, the conditional statement renders the claim indefinite due to the 
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e. Regarding claim 1 1 , the compound recitation of means for storing . . . data for 
monitoring . . . performance is unclear whether the means is capable of performing both 
functions or if there are separate means for performing each function, storing and 
monitoring. Generally, a means for storing data is not necessarily capable of also 
performing the function of monitoring, therefor the claim language is indefinite as to the 
metes and bounds of patent protection sought. It is not evident from the instant 
application that there is a single means for performing both functions. For purpose of 
this Office action, claim 11 has been treated as a means for storing data and that stored 
data would be available, broadly, to monitor performance. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1-3, 5, 10-13, as best understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Walker (US-5862223). 

a. Regarding claim 1, Walker discloses a method for electronically conducting a 

bidding transaction comprising the steps: 

■ transmitting bid requirements over the network; 

Walker discloses a method including the step of an end user creating a bid 
requirement (user request Ref.120 and method step depicted in Fig.30, Ref.3000) 
and transmitting the bid requirement over the network (via central controller 
Fig.30, Ref.3010; also discussed at C.7, L.30-32 and Ref.120 C.17, L.13-35). 
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■ controlling bidder system to display the bid requirements; 

The Walker method inherently includes the step of controlling the bidder system 
to display the bid requirements as exemplified in Fig.30, Ref.3020. Moreover, 
Walker discloses a bidder display at Ref.425. It is inherent that the display would 
be presented as a result of the step of controlling the bidder system. 

■ sending bid with identifier over the network; 

The Walker method includes sending a bid as depicted in Fig.30, Ref.3040. 
Walker discloses that the step of sending the bid includes identifier of the bidder 
insofar as the end user can choose from the bids that are offered, C.37, L.60-63. 

■ retrieving historical data; generating a bid record with historical data; and 
communicating the bid and historical data to the contractor. 

The Walker method includes the step of retrieving historical data about the bidder 
insofar as the contractor may review expert qualifications, C.7, L.59-67, before 
accepting the bid record (bid offer). Further, Walker depicts the step of 
communicating the bid record (bid offer) and historical data to the contractor in 
Fig.30, Ref.3050. 

The preamble statement of intended use "for a software item" has been given no 
patentable weight in the method claim because the software item is merely functionally 
recited and the method of electronically conducting a bidding transaction as claimed in 
claim 1 can be performed without the particulars of the software item. Further, the term 
"software requirements definition identifying the software item to be developed" recited 
in the body of the claim is nonfunctional descriptive material that is merely read or output 
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by the computer, no functional interrelationship with the process is claimed. Therefore, 
the limitation has been treated as a bid requirement, not specific to software development. 

b. Regarding claim 2, Walker discloses the step of determining whether a bidder is a 
registered user at C.8, L.29-32. 

c. Regarding claims 3 and 5, Walker discloses the steps of creating a new account 
including receiving personal data (detailed application and list of references C.8, L.17- 
28), storing the personal data (the central controller Ref.200 stores the data), confirming 
the new account (applicant is accepted or rejected C.8, L.22), and creating historical data 
(detailed application and list of references C.8, L.17-28; expert qualifications Ref.140, 
C.18, L.6-30). 

d. Regarding claims 10-13, Walker discloses an apparatus including 

i. a contractor system (Ref.500) connected to a network (Ref.200); 

ii. a bidder system (Ref.400) connected to the network and including means 
(display Ref.425) for displaying bid requirement information from the contractor 
system; 

iii. a central server (Ref.200) including a requirement database (Ref.265), means 
for storing historical data (Ref.275, 280, 285, 297), means for generating a bid 
and historical data (Ref.270); 

iv. means for storing data (Ref 250); 

The particular type of data or the frequency of collection is not positively 
recited in the apparatus claim. Walker discloses a means for storing data 
as depicted by Ref.250. And as such the stored data would be available, 



Application/Control Number: 09/734,793 p age 9 

Art Unit: 3623 

as broadly recited, to somehow monitor performance based on the stored 
data. 

v. an account database (Ref 255); 

vi. a plurality of contractor systems and a plurality of bidder systems (see C.26, 
L.31-35). 

The statement of intended use "for a software item to be developed" in the 
preamble of claim 10 has not been given patentable weight because the structure 
of the claimed apparatus does not require a software item to be developed. The 
software requirement information identifying the software item in the body of 
claim 10 does not impart any meaning to the positively recited structural 
limitations of the apparatus claim because the information is not positively 
claimed, i.e.-, the body of the claim does not depend on the preamble recitation of 
the software item for completeness. 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 4 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Walker 
(US-5862223) in view of Gindlesperger (US-6397197). 

a. Regarding claim 4, Walker discloses the steps: 

i. determining whether bidding period has expired (C.7, L.30-3 1); 
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ii. executing bidder selection process (Fig.30, Ref.3060, 3070; bid 
acceptance C.8, L.l-16). 

Walker lacks executing ongoing project metric data collection. Gindlesperger 
teaches the step of monitoring job progress (C.5, L.49-52) as a tool to compare the 
successful bidder's progress with project milestones thereby evaluating the successful 
bidder's work product. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Walker to include the step of executing 
ongoing project metric data collection, as suggested by Gindlesperger, in order to more 
accurately evaluate the selected bidder's progress. 

b. Regarding claim 6, Walker discloses the executing step includes the steps: 

i. determining if bidder has questions (see C.26, L.22-57); 

ii. clarifying requirements (see C.26, L.22-57); 

iii. estimating a bid (bid offer Ref. 1 65); 

iv. receiving a bid (bid offer sent to central controller Ref.200); 

v. recording the bid (central controller cumulates bids as discussed at C.37, 
L.54-60). 

c. Regarding claim 7, Walker further discloses the clarifying step (real-time 
communication embodiment) includes the steps: 

i. displaying questions (video monitor Ref.430); 

ii. communicating answers (Ref. 130). 

Walker's clarifying step is disclosed as the contractor questions (Ref. 140) that are 
answered by the bidder (130) but is silent as to the bidder (expert) posing questions to the 
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contractor (end user). The examiner takes official notice that in the request for bid art, it 
is known that an initial request for bid would generate questions in response in order to 
clarify the scope of the request for bid. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the Walker and 
Gindlesperger combination to include questions from either party in a back-and-forth as 
well as one-way communication through the network in order to fully utilize the 
communication aspect of Walker. For example the expert may request a clarification to 
the end user's question by posing a question himself. This process occurs often in 
communications between bidders and contractors. 

d. Regarding claim 8, the motivation to combine Walker and Gindlesperger is 
discussed with respect to claim 4 in paragraph 12.a, above. Walker, as modified by 
Gindlesperger, discloses the executing bidder selection steps include the steps: 

i. estimating the cost of requirements (Walker- bid offer Ref. 1 65); 

ii. communicating bid and historical data to contractor (Walker- see C.7, 
L.58-61; Fig.30, Ref. 3050); 

iii. receiving selection of successful bidder (Walker- see Fig.30, Ref.3070); 

iv. creating current project metrics data (Gindlesperger- project milestones 
C.5, L.49-52). 

13. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Walker (US- 
5862223) and Gindlesperger (US-6397197) as applied to claim 4 above, and further in view of 
Hevner (article, Phase containment metrics for software quality improvement). 
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Walker, as modified by Gindlesperger, lacks the steps recited in claim 9. Hevner 
teaches performing metrics data collection, recording collected metrics data, and 
communicating the metrics to users in order to produce higher quality projects and 
enhance productivity. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the combination of Walker and Gindlesperger to 
include performing metrics data collection, recording collected metrics data, and 
communicating the metrics to users, as recited in claim 9, in order to produce higher 
quality projects and enhance productivity of the project. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

- Sheth (US-2002/0026398) discloses a method and system for electronic bidding for 
services. 

- Bukow (US-6567784) discloses a method and system for registering bidders and 
electronic bidding for projects. 

- Kou (US-6363365) discloses a bidding period (close of tendering). 

- Harrington (US-6161099) discloses a method and system for creating accounts (C.6, 
L.66 - C.7, L.2) and bidding period (C.10,L.32). 

- de la Motte (US-2003/00 143 1 8) discloses a method and system including controlling 
bidder system to display requirements (P.0043); and, communicating bid to contractor 
(buyer) system (P.0046). 
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- Aycock (US-5765138) discloses a method and system for evaluating bidders and 
collecting historical data about bidders. 

- Tsutagatani (JP-2002041 603-A) discloses a method and system for recording bids 
and selecting bidder for a project. 

- Article, Bidding to be best, discloses a software package for estimating a bid. 

- Callahan discloses managing a software project using metrics. 

- McQuaid discloses collection of a complexity metric throughout software 
development as a project management, software testing, and software maintenance 
tool that provides feedback. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamara L. Graysay whose telephone number is (703) 305-1918. 
The examiner can normally be reached on Monday - Friday from 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz, can be reached on (703) 305-9643. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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